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Remarks 

This Amendment is responsive to the Offioe Action mailed May 5, 2005. The 

place the application in proper condition for allowance of all pending claims. 

«»i«ction Tin- *" ?* "sr 1021M 

CWm 14 was agtun rejected asbeing anticipate by Walphf993 andTarquinio '253. 

TicAppBcantreiter^thmneitherofthesere^^ 

tfta— * — ■ *• Appfic.ntarguedbefbre.met^ula^verSO 
of Walpin '993 is inherently ineapahle of providing contiguous supporting contaot, and is 
exp^y defined as heing ouKide (he meaning of the neons for ca^ra^g element (See 
^Hcanfs Amendmentof l/31/05.ppg M> Also as argued before, Tarquinio "253 is 
mherentiy ineapahle of supporting the upper hody in a partially rechned position. (See 

Applicant's Amendment of 1/31/2005, ppg. 9-10). 

Nevertheless, the Applicant has canceled claim 14 and the claims depending 

fcerefiom without prejudice solely forthepurpose of simpBfyingthe unresolved issues in 

claims obviates the present rejection under Section 102 

p.l ^t^n Under W'lSC 103 

Claims 1, 2, 4* 18, and 20 were reject as heing unpatentable over Tarquinio "253 in 
of Robinson '575. This rejection is respectfimy traversed. 



view ' 
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Claim 1 

^difi^tbc^w^dbaveb^obvio^tat^^tocl^ed 
invito 3 ^^wo,ld^bc»o b viou ! .^^./-v.^ iP C^,713F.2d 

,530 ffed. Cir. 1983). The dahned embodiments as a M require bsfc ma, the base have 
mIU »^is g re^t^40^m < cove I have m n^tha.Ul«»ma n theb3ae. 

AppHcantagreeawimtheExaminerma.Tar^mio '253 is deficient reg»ding 

teactog abase*im m ILD g ^to^^^-^ KOTe,lB,de6Cie " 0y 
h y combining to leaching of Tatrptinio '253 wim mat of Robinson -575. wbieh discloses me 
base having an ILD of 24 to 50. However, a poor art reference nn* be consider m its 
e ^. i .e, K awnole,i«l»din g po I ^^w^dle^^^««««^ 

r^rl^rh Inc 220 USPQ 303 (Fed. Cir. 1983). Robinson 
W.L. Gore &. Associates, Inc. v. Garlock, inc. llv u=>r V v 

•575 also ^esacovet^anlLD^isg^^mel^bybetagvvimmme 

OTto t y ,eaeb«sabasewid> m ILDsslowas24andacovetwim ffi ^asbi gn as45. 

There is Eg - r~ «^ *» *" * *" 

heeanse mey are eonaadictoty. That is, Robinson as a whole "575 caches ft. cover having 

isl « sto d 1 ebase.Ace OT din*,*eonlymouv rt on.oeombineme K fe re nc«saa0.e 

^Tvper hind "^* reasoning. 

Tb. Bcaminer alleges ft, resile mouvanon as: "1, would have been obvious to 
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have the ILD ratio greater than 40 as taught by Robinson in order to render the overall 
mattress of Tarquinio somewhat firmer." (Office Action of 5/5/2005, pg. 3) In essence, the 
Examiner rs implying that one skilled in the art would increase the ILD in Tarquinio '253 
from 32 (what it teaches) to greater than 40 (what is claimed) to obtain a firmer mattress. 
However, a statement that modifications of the prior art to meet the claimed invention would 
have been within the knowledge of a skilled artisan because all aspects of the claimed 
invention are individually taught by different references is not suffici ent to substantiate the 
motivation or suggestion required by a bona fide prima facie case of obviousness. Ex parte 
Levengood, 28 USPQ2d 1300 (Bd. Pat App. & Inter. 1993); In re Kotzab, 55 USPQ2d 1313, 
1318 (Fed. Cir. 200<fc AS* Corp. v. VSI to'I Inc., 50USDPQ2d 1161 (Fed. Cm 1999); 
MPEP 2143.01. 

The rejected claim recites both a base with an ILD greater than 40 and a cover with 
an ILD less than me base. The cited references cannot sustain the Section 103 rejection 
because the Examiner has failed to substantiate the requisite motivation or suggestion to the 
skilled artisan to modify and combine the cited references to arrive at the present 
embodiments as claimed. Reconsideration and withdrawal of the present rejection of claim 1 
and the claims depending therefrom are respectfully requested. 

Rfeiection U »d*r 35 USC 103 

Claims 1 3 and 5-6 were rejected as being unpatentable over Walpin < 993 in view of 

Robinson '575. This rejection is respectfully traversed. 

ClaimJL 

The Examiner has failed to make the requisite prima facie case of obviousness by not 
providing a bona fide motivation or suggestion to ccmbine and modxfy the cited references to 
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at the present embodiments as claimed. The proper question under Section 103 is not 
whether differences themselves would have been obvious, but rather whether the claimed 
invention as a whole would have been obvious. Stratoftex The claimed embodiments as a 
whole require bgti} that the base have an ILD greater than 40 and the cover have an ILD less 
than the base. 

Applicant agrees with me Examiner that Walpin '993 is deficient regarding teaching a 
cover having an ILD that is less than the base ILD. The Examiner attempts to cure that 
deficiency by combining the teaching of Walpin '993 with that of Robinson '575, which 
discloses the base having an ILD of 24 to 50. The Examiner asserts Robinson '575 as 
teaching the cover having an ILD that is less than the base. However, a prior art reference 
nmst be considered in its entirety, i.e., as a whole, including portions mat would lead away 
from the claimed invention. WX. Gore Robinson '575 also teaches a cover with an ILD that 
is greater than the base by being within the contemplated range of 12 to 45 . That is, 
Robmson '575 considered in it» entirety teaches a base with an ILD as low as 24 and a cover 
with an ILD as high as 45. Accordingly, the Applicant respectfully traverses the Examiner's 
reading of Robinson '575 as misplaced. 

Also, there is no, exfflgss motivation from the references themselves to combine mem 
because they are contradictory. That is , Robinson as awhole '575 teaches the cover having 
ILD that is greater than the base, but Tarquinio '253 teaches the cover having an ILD that 
less than the base. Accordingly, the only motivation to combine the references as the 
Examiner suggests cornea from knowledge of the Applicant's present disclosure, which is 

imp nr^ *™*<fiifrtrt reasoning. 

The Examiner alleges the requisite motivation as: "It would have been obvious to 
have the ILD ratio of the base greater than the cover as taught by Robinson in order to render 
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the overall mattress of Walpin somewhat firmer while providing minimum body pressure." 
(Office Action of 5/5/2005, ppg. 4-5) In essence, the Examiner is implying that one skilled 
in the art would increase the ELD in Walpin '993 from what it teaches to what is claimed to 
obtain a firmer mattress. However, a statement that modifications of the prior art to meet the 
claimed invention would have been within the knowledge of a skilled artisan because all 
aspects of the claimed invention are individually taught by different references knot 
Orient to establish the motivation or suggestion required to substantiate a bona fide prima 
facie case of obviousness. Ex parte levengood; In re Kotzab; Al-Site; MPEP 2143.01. 

The rejected claim recites both a base with an ELD greater than 40 and a cover with 
an ILD less than the base. The cited references cannot sustain the Section 105 rejection 
because me Examiner has failed to substantiate the requisite motivation or suggestion to the 
skilled artisan to modify and combine the cited references to arrive at the present 
embodiments as claimed. Reconsideration and withdrawal of the present rejection of claim 1 
and the claims depending therefrom are respectfully requested. 

Re jection Under Se ction 103 

Claims 7-10, 15-17, and 20 were rejected as being unpatentable over Walpin '993 in 
view of Tarquinio '253. This rejection is respectfully traversed. 

flaim 7 

The Examiner has failed to make the requisite prima facie case of obviousness by not 
providingabonafidemotivation or suggestion to combme and momfy me dted references to 
arrive at the present embodiments as claimed. The proper question under Section 103 is not 
whether differences themselves would havebeen obvious, but ramerwhemer me claimed 
invention ~ a whole would have been obvious. Siratoflez The claimed embodiments as a 
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whole require both, that the base have an indited surface and that the cover coveriug the 
inclined surface comprise a viscoelastic material. 

Applicant agrees with the Examiner that Walpin '993 is deficient regarding teaching a 
cover comprising a viscodastic material. The Examiner attempts to care mat deficiency by 
combmmgtheteachiogof WMpin '993 with that of Tamumio "253. which disclo.es anon- 
mclinedbaaehavmgavisc^lastieeover. However, mere is no motivation or suggestion 
who* it would render me prior art invention unsatisfactory for «a bonded purpose. In re 
Orion, 221 USPQ 1 125 (Fed. Or. 1984) Applicant reiterates from it previous msponse that 
the proposed combination of references defeats the intend* purpose of Walpin -993. 
Particularly, Walpin '993 teaches .convoluted surfece for the purpose of providing an 
^■^.■^.W^tf^l^^**^ Thesuggested 
racing of tit. nodulated foam in Walpin "993 with the elastomer* materia) of Tarquinio 
•253 ehmina.es.he air circulation passages, and thus defeats fte panose of Walpm '993's 
nodulated surface. Accordingly, .he only motivation » combine the references as the 
Examiner suggests comes f^lmowtedgeoffte Applies present disclosure, whichis 
imrrnp^r fr™^°frt reasoning. 

Th eBx^^eg« S *.re^motivation K :^wouMl«eb« 0 obvi 0 us»one 

Walpin "993 ftom nodulated foam (what i. teaches) .o elastemeric material (what is claimed) 
tt * ttto afi n n K n^However.»«^m«n^ne*^ofm« P riora I .»mee. 
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mS 0 Mi „ establishme motivadon or atggeaion required » substantiate a bona fide prima 
to case O fo b Vioasaess. a ^i^. ^ ^/-«^^ MPEP2143 ' 0, • 

The rejected claim recites both abase with an inclined surface and a cover on the 
Mfcad^con^andaa^.na.e™!. ^d.edrafc^canno.sua.unfce 

o.su^eadrm^dtesB.leda.nsan.otnodifyandcombtncU.eci^ref^ces^amveatd.e 
p^emcPdimemsasclataed. Bac^aSdannon^wi^ofdra^rciectionof 
claim 7 and the claims depending therrfmm are respectfully repeated 

ggjegdQP Sugg Saction 10} 

aatasn-lSwererejec.Masbahrgunpa^lcovarWaJpin^mviewof 

^ mesa claims are aUowabie as depending mom an aHowah.e independent claim, for 



of the present rejection 



are 



respectfully requested. 



Conclusion 

Wsisacomplemresponse^maOflic. Aedon mailed May 5,2005. The AppHcaMhas 
^^anowanceofaOpenamgclain^P^^ 

be.ieve.meree.ueamdm^ewcon.dutolyhaveMH^mome^.n.^greaa, 



; on the 
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merits in this case. 



Respectfully submitted, 

Mitchell K. McCarthy. RegistrataWrXo- 38 794 

Randall K. McCarthy, Registration^ i 

Fellers, Snider, Blankenship, Bailey and Tippens 

Bank One Tower 

100 N. Broadway, Suite 1700 

Oklahoma City, Oklahoma 73 102 

Telephone: (405) 232-0621 

Facsimile: (405) 232-9659 

Customer No. 33900 
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